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This is a decision on the appeal fromthe final rejection

of claiml1, which is the only claimremaining in the

application. Cains 2 and 3 have been cancel ed.

The clainmed invention relates to a hybrid-type stepping

nmot or i ncluding a bearing nmounted on a fixed shaft. First and

second inner and outer stator yokes having a plurality of
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stator yoke teeth are nounted side by side in the direction of

the fixed shaft with each of the first and second i nner and

outer stator yokes having a nagnet set between them A barrel

shaped rotor is rotatably supported on the bearing and a

plurality of rotor teeth of the sanme shape and pitch are

provi ded on the outer and inner circunference of the rotor.
Claim1l is reproduced as foll ows:

1. A hybrid-type stepping notor conprising a bearing nounted
on a fixed shaft, a barrel rotor rotatably supported by the
bearing, a plurality of rotor teeth provided on the outer
circunference and inner circunference of the barrel rotor,
first and second inner stator yokes arranged side by side in
the direction of the fixed shaft with a magnet set

t herebetween and first and second outer stator yokes arranged
side by side in the direction of the fixed shaft with the
magnet set therebetween, a plurality of stator yoke teeth,
first through fourth axially centered circular coils slots
facing the barrel rotor and fornmed around the outer
circunference of the first and second inner stator yokes and
the inner circunference of the first and second outer stator
yokes, and first through fourth coils wound in a solenoid
fashion and seated in the respective coil slots, whereby the
stator yokes alternate in polarity and the barrel rotor is

i nt erposed between the coils;

wherein said magnet set conprises a first nagnet
i nterposed between the fixed shaft and the inner stator yokes
and a second magnet interposed between the outer stator yokes
and the outer wall of the fixed shaft, whereby the nagnets
face towards each other via the barrel rotor; and

wherein the plurality of rotor teeth provided on the
outer and inner circunference of the barrel rotor are of the
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sane shape and pitch, such that the barrel rotor noves only in
the rotary direction.

The Examiner relies on the followng prior art:

Ni hei et al. (N hei) 4,857, 786 Aug. 15,
1989
Al brecht et al. (Al brecht) 4,920, 292 Apr. 24,
1990

Claim1l stands finally rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Al brecht in view of N hei.

Rat her than reiterate the argunments of Appellant and the
Exam ner, reference is made to the Briefs! and Answer for the

respective details.

OPI NI ON
We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner and the
evi dence

of obviousness relied upon by the Exam ner as support for the

1 The Appeal Brief was filed Novenber 3, 1998. In response to the
Exam ner’s Answer dated January 14, 1999, a Reply Brief was filed March 12,
1999 whi ch was acknowl edged and entered by the Examiner as indicated in the
conmuni cati on of May 21, 1999.
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rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, Appellant’s
argunents set forth in the Briefs along wwth the Exam ner's
rationale in support of the rejection and argunents in
rebutt al

set forth in the Exam ner's Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the invention as set forth in claiml.
Accordi ngly, we reverse.

In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837
F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
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having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from sone

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systenms, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed.
Cir. 1984). These show ngs by the Exam ner are an essenti al

part
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of conplying wwth the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

UsPQd
1443, 1444 (Fed. Gr. 1992).

In response to the Examner’s 35 U.S.C. 8 103 rejection
of claim1, Appellant asserts the failure of the Exam ner to

establish a prima facie case of obvi ousness since proper

notivation for the proposed conbinati on of references has not
been established. |In particular, Appellant contends (Brief,
pages 7-8; Reply brief, pages 2-4) that neither of the

Al brecht and Ni hei references has any teaching or suggestion
to provide a barrel rotor having a plurality of rotor teeth of
t he sane shape and pitch provided on the inner and outer
circunference of the rotor as clai ned.

After careful review of the applied Al brecht and N hei
references in light of the argunents of record, we are in
agreenent with Appellant’s position as stated in the Briefs.
The nere fact that the prior art may be nodified in the manner
suggested by the Exam ner does not make the nodification
obvi ous unless the prior art suggested the desirability of the

6



Appeal No. 1999-0893
Application No. 08/683, 236

nodi fication. |In re Fritch, 972 F.2d 1260, 1266, 23 USPQd

1780, 1783-84 (Fed. Cir. 1992).

The Al brecht reference discloses a notor in which
rotational and linear notion is provided in a single notor
structure by having a rotor annularly configured between inner
and outer stator elenents. N hei, on the other hand,

di scl oses separate stator and rotor structures (e.g. Figures 1
and 6) for effecting linear and rotary novenent. [n our view,
these structural teachings are so opposite in approach that
any notivation to conbi ne them nmust have resulted from an

i nproper attenpt to reconstruct Appellant’s invention in
hindsight. W find further deficiency in Nihei in providing
any suggestion for the Exam ner’s proposed conbi nation since
the only enbodi nent that provides for teeth on both sides of a
novabl e elenment is in the Iinear notor enbodinment, not in the
rotary notor enbodi mrent where teeth are only provided on the
outer circunference of the rotor.

We further agree with Appellant (Reply Brief, page 4)
that the Exam ner’s proposed conbination fails to establish a

prima facie case of obviousness since such proposed

conbi nati on woul d destroy the principle of operation of the

7
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Al brecht reference. The notor structure disclosed in Al brecht
(e.g. Figure 8) has a rotor with teeth on the outer and inner
circunference which are necessarily of differing shape and
pitch since they are used to effect differing notor novenent,
i.e. linear or rotary, when acting in conjunction with the

i nner and outer stators. In our view, any attenpt to nodify
the rotor structure of Albrecht to provide teeth of the sane
shape and pitch on the inner and outer rotor circunference
must fail the test of obviousness since the benefits of the
Al brecht structure woul d thereby be negated requiring a
substantial redesign of the notor structure.

In conclusion, we are left to specul ate why one of
ordinary skill would have found it obvious to nodify the
applied prior art to nake the conbi nati on suggested by the
Exam ner. The only reason we can discern is inproper
hi ndsi ght reconstruction of Appellants’ clained invention. In
order for us to sustain the Examner’s rejection under 35
US C 8§ 103, we would need to resort to specul ation or
unf ounded assunptions or rationales to supply deficiencies in

the factual basis of the rejection before us. 1n re Wrner,

379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert.

8
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deni ed, 389 U S. 1057 (1968), rehearing denied, 390 U S. 1000

(1968) .2

Accordingly, since we are of the opinion that the prior
art applied by the Exam ner does not support the obvi ousness
rejection, we do not sustain the rejection of appealed claim
1. Therefore, the decision of the Exam ner rejecting claim1l
under 35 U.S. C. § 103 is reversed.

REVERSED

JAMVES D. THOVAS
Adm ni strative Patent Judge

N N N N N

2 At the oral hearing on May 9, 2001, Appellant’s representative was
i nfornmed of our consideration of the references to Wl burn (U. S. Patent No.
4,501, 980) and Akira (Abstract of Japanese Patent Publication JP 02237456),
both of record in the application file. Each of these references, along with
Appellant’s adnmitted prior art illustration in Figure 2 of the draw ngs,
describes rotor teeth of the sanme shape and pitch provided on the inner and
outer circunferences of a rotor. While each of these disclosures provides a
better teaching of the claimed rotor teeth structure than the N hei reference
applied by the Examiner, it is our viewthat an attenpt to conbi ne any of
these references with Albrecht would fail for all of the reasons discussed

supra.
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